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T he derivation provisions of the America 
Invents Act underscore the importance 
of correctly determining the actual 

inventors of inventions1,2. Failure to cor-
rectly determine inventorship of a patent 
can result in costly litigation, change in 

the ownership of the patent or the patent 
becoming invalidated3. A n applicant for 
patent may institute derivation proceedings 
via a petition. The petition could allege that 
an individual named as the inventor in an 
earlier application derived the invention 
from an individual named as inventor on the 
petitioner’s application. Based on this, the 
applicant may request relief4. D erivation 
proceedings, which challenge the validity 
and enforceability of patents, and actions to 
change the inventorship of a patent involve 
determining whether one or more persons 
are actual inventors of the claimed subject 
matter. In addition, it is uncontroverted 
that the society has an important interest in 
ensuring that actual inventors and creators 
receive the credit they deserve for their 
inventions and creations.

The problem of determining 
inventorship in collaborative 
work environments.

In the current creative environments, 
ideas and inventions come to fruition as 
a result of collaborations between many 
scientists. The contributors often are affili-
ated with many different organizations. 
Scientists work together as part of col-
laborations, they hold informal discussions 
with each other in search of solutions to 
problems, and they present ideas to each 
other at conferences. 

This extensive exchange of ideas and 
opinions between many people makes it 
difficult to ascertain the actual inventors5. 
Because of this, disputes arise between 
various parties regarding the right to be 
named as an inventor on a patent or the 
order of the inventors’ names appearing 
on the patent. The lack of proper tools for 
settling such disputes may lead to naming 
of individuals on patent applications who 
are not inventors and omitting individuals 
who are actual inventors. Besides the above 
mentioned legal risks, those situations lead 
to significant resentment and lack of trust 
among collaborators6. T his, in turn, leads 
to significant deterioration of the collabora-
tive work environment. The fear that their 

ideas and creations may be misappropri-
ated causes scientists to be wary of sharing 
their findings and ideas with others (e.g. 
coworkers, colleagues, collaborators) and to 
hide or postpone this information. 

It is widely accepted that fairness and 
collaboration are at the core of a pro-
ductive work environment beneficial to 
both employers and employees. Further, 
the society is the ultimate beneficiary of 
the increased productivity and creativity 
spawning out of the fair and collaborative 
work environments associated with the cor-
rect inventorship determination at the earli-
est stages of obtaining a patent. 

The lack of adequate methods for 
securing evidence probative of 
inventorship.

A  party alleging that he or she is an 
omitted inventor of a patent may be added 
as co-inventor by showing that he or she 
contributed to the conception of the inven-
tion7. Such showing must satisfy the clear 
and convincing evidence standard. While 
an inventor can testify to the facts sur-
rounding a claim of derivation, the testi-
mony standing alone does not rise to the 
level of clear and convincing proof. A n 
alleged inventor must supply evidence to 
corroborate his testimony8. 

However, inventors often cannot present 
reliable corroborating evidence because the 
tools and methods they are using to secure 
evidence regarding their ideas and findings 
are inadequate. 

Traditionally, such evidence has come 
in the form of notes in laboratory notebooks, 
oral testimony of collaborators, and, more 
recently, communications via electronic 
means such as emails. However, most of 
the above ways of securing evidence have 
significant shortcomings that render them 
ineffective.

For example, laboratory notebooks are 
the primary way of keeping records of ideas 
and solutions that may result in inven-
tions9. Besides the fact that maintaining 
such laboratory notebooks is particularly 
cumbersome, they also have many inherent 
shortcomings. For example, laboratory note-
books often belong to the employer; they 
are not private; they cannot be removed 
from the laboratory upon termination of 
employment; and they can be lost, altered, 
or accidentally destroyed.  

With the widespread availability of 
computers and digital media, new meth-
ods of performing discovery and securing 
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evidence have emerged10. In these days, 
scientists and engineers looking to secure 
evidence of their discoveries and inven-
tions may keep digital records. Such digital 
records may be kept on personal storage 
media, via email attachments and others. 
The problems with such methods stem from 
the fact that the value of such evidence 
may only become apparent many years 
after recording. Scientists will need to keep 
track of a large number of disparate digi-
tal files for long periods of time. Over the 
years, people may lose track of the records, 
storage media may be lost and data may 
become corrupted. Further, suspicion with 
respect to the date and time when a specific 
record has been created will linger because 
the person keeping the data has control 
over the record and may employ various 
means to falsify the time stamp. 

Thus, there is a need for better tools and 
methods for securing evidence indicative of 
inventorship and for determining the actual 
inventors of inventions. 

Modern methods and systems 
for securing evidence and 
determining inventorship. 

The following briefly evaluates methods 
and systems that may be implemented to 
better determine the actual inventors of 
inventions.

For instance, with the increasing popu-
larity and sophistication of cloud-based 
computing, an internet-accessible docu-
ment and evidence holding docket may be 
implemented by a government entity or by 
a private party where prospective inventors 
record and keep evidence relevant to inven-
torship. T he evidence may be kept in the 
form of digital files or documents such as 
text files, image files, movie files, technical 
drawings, and others. The evidence holding 
docket is implemented via a website of an 
on-line service where users create password 
protected private accounts.

A  prospective inventor opens a private 
account on the evidence holding docket 
where he uploads and stores digital docu-
ments that may be relevant to establishing 
conception of an invention. T he stored 
digital documents may describe subject 
matter (e.g. apparatuses, methods, solu-
tions to problems) conceptualized by the 
prospective inventor. A time-stamp indicat-
ing the upload time is associated to each 
document. Moreover, the content of the 
uploaded files may itself be associated with 
timestamps indicative of when the content 

was created and/or modified. With passing 
time, the prospective inventor perfects and 
finds improvements to the invention. He or 
she can then record the improvements on 
the personal account shortly after concep-
tion. Further, the prospective inventor may 
store on the docket documents describing 
disclosure of the invention to others such 
as conversations and communications to 
coworkers and collaborators. T his way, 
prospective inventors create a systematic 
and centralized trail of time-stamped docu-
ments and records corresponding to the 
evolution of their findings, ideas, inven-
tions and disclosures.

The internet holding docket is admin-
istrated by an independent party contrac-
tually bound to keep documents securely 
and confidentially in trust for the account 
holder and to truthfully testify, upon 
request by the account holder, that the 
documents have been created on holder’s 
account at the date and time shown on the 
time-stamp. The administrator of the docket 
may provide to the account holder cop-
ies of the documents stored on the docket 
and accompanying certification that the 
documents were uploaded on the docket at 
the time shown on the time-stamp. U pon 
request by the account holder, documents 
on the docket may be published on a web-
site associated with the docket. T hus, the 
legally bound party provides a confidential 
and secure internet based evidence holding 
docket where prospective inventors can 
store and keep documents that substanti-
ate their inventions within short time after 
conception. 

In the event of an inventorship dispute, 
such as derivation proceedings or actions 
under 35 U .S.C. §§ 256 and 116, a pro-
spective inventor using the aforementioned 
evidence holding docket can bring reli-
able corroborating evidence in the form of 
a time-stamped record kept by a neutral 
disinterested party legally bound to hold 
and log information accurately. T hus, the 
prospective inventor has reliable and cred-
ible corroborating evidence to support his 
or her inventorship claims for many years 
after the time the inventions, ideas and 
findings were recorded on the evidence 
holding docket. If the docket is consistently 
maintained as a standard business record 
by the administrator, this alleviates much 
of the authentication and other evidentiary 
burdens of gaining admissibility of the 
documents into court, if necessary. 

Securing inventorship via an on-line 
docket system as described above is signifi-

cantly less cumbersome and more secure 
than using laboratory notebooks. U nlike 
laboratory notebooks, the accounts on 
the on-line docket are private. A lso, data 
upload on the docket is significantly less 
prone to loss or destruction than laboratory 
notebooks. Securing inventorship via an 
on-line docket system is significantly more 
secure and private than securing inventor-
ship via disclosure to coworkers, colleagues 
or friends. Further, evidence kept via a 
docket system is less prone to fraud (e.g. 
document falsification) and more credible 
than evidence stored on a personal digital 
storage media or personal email system 
because the docket is administered by an 
independent party legally bound to testify 
as to documents’ logging into the docket.  

The docket leads to more legal certainty 
with respect to the date and time when 
certain evidence (i.e. text descriptions, 
drawings, pictures uploaded on the docket) 
are created. The docket also provides more 
verifiable certainty regarding the subject 
matter docketed. A s a result, employers 
and assignees can better determine the 
correct inventorship of the inventions at 
the time an application is filed and avoid 
costly litigation and derivation proceedings. 
Further, in the event of litigation or deriva-
tion proceedings, the easily ascertainable 
creation date of the evidence stored on the 
docket will allow the parties to make more 
informed decisions and avoid costly litiga-
tion and derivation proceedings. The courts 
and the Patent Office will also benefit from 
the legal certainty associated with the evi-
dence stored on the docket since the task 
of determining inventorship is simplified 
when at least some of the evidence comes 
as documents stored on the docket. Patent 
office and judicial resources can be saved 
due to the reduction in number of deriva-
tion proceedings and civil actions associ-
ated with using an evidence holding docket.

We anticipate that the major benefits 
of implementing a docket system come 
from the fact that prospective inventors can 
share their ideas and findings with their 
collaborators, within short time after con-
ception, without fearing that such ideas and 
findings may be misappropriated. Thus, the 
docket system may improve collaboration 
and trust between scientists and engineers 
and may act as a deterrent to misappropria-
tion of ideas, inventions and innovations. 
Society is the ultimate beneficiary of the 
increased productivity and creativity asso-
ciated with the resulting increased fairness 
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and collaboration in the collaborative cre-
ative environments.

The on-line based evidence holding 
docket can be used to secure evidence 
relevant to authorship, priority of ideas, 
and creations that are not entitled to patent 
protection. For example, creators of materi-
als that may be entitled to copyright protec-
tion can digitally store materials such as 
literary creations, music, pictures, movies, 
copies of paintings on a personal account 
of the evidence holding docket. T his way, 
creators can secure evidence showing the 
time of creation and the evolution in time 
of their creations. 

Scientific discoveries, abstract ideas, 
thesis, and theories are not protected as 
intellectual property. However, in many 
circumstances (e.g. academia and govern-
ment research laboratories) it is important 
to ascertain the actual proponent of an 
abstract idea, the creator of a scientific 
theory, or the party who first observed a 
phenomenon. Scientists can use the docket 
system to record their ides, observation, 
theories, thesis and proposals within short 
time after conception. This way a scientist 
can support priority claims such as: he or 
she is the first person to observe a certain 
phenomena, he or she is the first person to 
propose a certain theory or thesis, he or she 
is the first to propose a solution to a certain 
problem etc. Such claims may be used to 
gain recognition of the scientific commu-
nity as the original proponent of a thesis, 
the creator of a theory, the discoverer of a 
phenomena etc. 

The on-line based evidence holding 
docket may be implemented either by a 
Government entity, such as a the US Patent 
and Trademark Office or by a private entity 
providing such a docket as an on-line ser-
vice. A docket system implemented by the 
USPTO has the major advantage of lending 
government’s authority and credibility to 
such a service. Such an on-line based evi-
dence holding docket is relatively easy and 
inexpensive to implement. The system may 
be designed to be user friendly and easily 
accessible by potential inventors from all 
over the world. The evidence stored on the 
docket may be easily preserved for long 
time via various digital storage means.

Conclusion
Inventors, employers, patent owners, 

and the society can greatly benefit from the 
implementation and use of modern methods 
and systems for securing evidence relevant 

to inventorship such as the ones described 
in this article.
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